
Solid State Lighting: Solid State Lighting: 
Intellectual Property Intellectual Property 

Paul GottliebPaul Gottlieb
Assistant General CounselAssistant General Counsel

for Tech. Transfer & IPfor Tech. Transfer & IP
202202--586586--3439 (fax 2805)3439 (fax 2805)

Paul.Gottlieb@HQ.DOE.GOVPaul.Gottlieb@HQ.DOE.GOV
http://www.gc.doe.gov/gcmain.htmlhttp://www.gc.doe.gov/gcmain.html

mailto:Paul.Gottlieb@HQ.DOE.GOV


DOE DOE Assistant General Counsel Assistant General Counsel 
for Tech. Transfer & IP for Tech. Transfer & IP web pageweb page

►►Click on Click on Intellectual Property & Intellectual Property & 
Laboratory PartneringLaboratory Partnering

►►Scroll down to:Scroll down to:
DIRECT DOE TRANSACTIONSDIRECT DOE TRANSACTIONS
Patent Rights Patent Rights -- Waiver clause: This clause makes Waiver clause: This clause makes 
modifications to the Patent Rights clause of 48 modifications to the Patent Rights clause of 48 
C.F.R. 52.227C.F.R. 52.227--12 and should replace that clause 12 and should replace that clause 
in the contract when an advance waiver is in the contract when an advance waiver is 
granted (in granted (in WordPerfectWordPerfect or or PDFPDF format). format). 
Standard Intellectual Property Provisions for DOE Standard Intellectual Property Provisions for DOE 
Assistance InstrumentsAssistance Instruments

http://www.gc.doe.gov/techtrans.html
http://www.gc.doe.gov/techtrans.html
http://www.gc.doe.gov/techtrans/patwaivclau.wpd
http://www.gc.doe.gov/techtrans/patwaivclau.pdf
http://www.gc.doe.gov/techtrans/sipp_matrix.html
http://www.gc.doe.gov/techtrans/sipp_matrix.html


Web Page:  Web Page:  Standard Intellectual Standard Intellectual 
Property Provisions for DOE Assistance Property Provisions for DOE Assistance 

InstrumentsInstruments

►► Standard Intellectual Property (IP) Standard Intellectual Property (IP) 
Provisions for Financial Assistance AwardsProvisions for Financial Assistance Awards

Click on Click on Set NumberSet Number to Access Provisionsto Access Provisions
►► Cooperative Agreement, no special data, small businessCooperative Agreement, no special data, small business

►►Cooperative Agreement, no special data, large businessCooperative Agreement, no special data, large business
►►Grant or Cooperative Agreement, no special data, Grant or Cooperative Agreement, no special data, 

nonprofit nonprofit 

►►National Energy Technology National Energy Technology 
Laboratory: NETL IP Counsel, Lisa Laboratory: NETL IP Counsel, Lisa 
Jarr, 304Jarr, 304--285285--45554555

http://www.gc.doe.gov/techtrans/sipp_matrix.html
http://www.gc.doe.gov/techtrans/sipp_matrix.html
http://www.gc.doe.gov/techtrans/sipp_matrix.html
http://www.gc.doe.gov/techtrans/sipp_matrix.html
http://www.gc.doe.gov/techtrans/sipp_matrix.html


DOE direct R&D contracting: IP DOE direct R&D contracting: IP 
RightsRights

►► Patent Rights in new inventionsPatent Rights in new inventions
BayhBayh--Dole Act, 35 USC 201 Dole Act, 35 USC 201 et seq.et seq.

►►Funding agreements with Small Business, Universities, and Funding agreements with Small Business, Universities, and 
Non ProfitNon Profit

►►Title to contractor subject to Government Purpose License, Title to contractor subject to Government Purpose License, 
MarchMarch--in, US Preferencein, US Preference

►►Proposed exceptional circumstanceProposed exceptional circumstance
AEC ACT, 42 USC 2182; Fed. Nonnuclear, 42 USC 5908AEC ACT, 42 USC 2182; Fed. Nonnuclear, 42 USC 5908

►►Applies to R&D agreements not subject to BayhApplies to R&D agreements not subject to Bayh--DoleDole
►►Title to government unless waivedTitle to government unless waived
►►Waivers routinely granted subject to Government purpose Waivers routinely granted subject to Government purpose 

license, Marchlicense, March--in, US Preference and in, US Preference and US competitiveness US competitiveness 



DOE direct R&D contracting: IP DOE direct R&D contracting: IP 
RightsRights

►► Data RightsData Rights
Dissemination statutes promote widespread Dissemination statutes promote widespread 
dissemination of first produced scientific information, dissemination of first produced scientific information, 
no special rights in data first produced under no special rights in data first produced under 
agreementagreement
Proprietary data always respected, delivery to DOE Proprietary data always respected, delivery to DOE 
usually discouragedusually discouraged



Proposed exceptional Proposed exceptional 
circumstance circumstance 

►►Applies to awards under Core Technology Applies to awards under Core Technology 
ProgramProgram

►►Congressional endorsementCongressional endorsement
►►Intended to stimulate commercial utilization Intended to stimulate commercial utilization 

of new technology developed by Core of new technology developed by Core 
Technology Program AwardeesTechnology Program Awardees



Proposed exceptional Proposed exceptional 
circumstancecircumstance

►► For a new patented invention made under the For a new patented invention made under the 
Government award Core Technology Program Government award Core Technology Program 
awardees must offerawardees must offer

Only to members of AllianceOnly to members of Alliance
For a one year period after patent issuesFor a one year period after patent issues
at least a nonexclusive license at least a nonexclusive license 
in the field of solid state lightingin the field of solid state lighting
On reasonable termsOn reasonable terms
►► royalty bearingroyalty bearing
►► business plan business plan 



Proposed exceptional Proposed exceptional 
circumstancecircumstance

►►Any entity including the awardee, licensees Any entity including the awardee, licensees 
and assignees having the right to use or sell  and assignees having the right to use or sell  
a new invention a new invention worldwideworldwide agrees to agrees to 
substantial manufacture in the US of substantial manufacture in the US of 
products embodying new inventions, unless products embodying new inventions, unless 
substantial manufacture waived by DOEsubstantial manufacture waived by DOE



Benefits to CORE Technology Benefits to CORE Technology 
Program AwardeesProgram Awardees

►►Partnership is pool of most likely licensees Partnership is pool of most likely licensees 
in the field of solid state lightingin the field of solid state lighting

►►Licensing in field of solid state lighting may Licensing in field of solid state lighting may 
stimulate commercial activity and licensing stimulate commercial activity and licensing 
potential in other fieldspotential in other fields
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